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Jason F. Turner, Trademark Exam ning Attorney, Law Ofice
108 (Andrew Law ence, Managi ng Attorney).

Bef ore Seehernman, Hairston and Wal sh, Adm nistrative
Trademar k Judges.

Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Mont efi ore Medi cal Center has appealed fromthe final
refusal of the Trademark Exam ning Attorney to register
BRI D@ NG THE GAP BETWEEN EDUCATI ON AND PRACTICE, in
standard character form as a mark for the foll ow ng
servi ces:

Educati onal services, nanmely, arranging
and conducting cl asses, sem nars,

conf erences, denobnstrations and
wor kshops in the field of nedicine, and
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distributing course materials in
connection therewith.?!

Regi strati on has been refused pursuant to Section 2(d)
of the Trademark Act, 15 U.S. C. 81052(d), on the ground
that applicant’s mark so resenbl es the previously
regi stered mark BRI DA NG THE GAP BETWEEN SClI ENCE AND
PRACTI CE, also in standard character form for, inter alia,
“devel opnent and di ssem nation of educational materials in
the field of sports nedicine; educational services, nanely,
arrangi ng and conducting cl asses, sem nars, conferences and
wor kshops in the field of sports nedicine; and educati onal
testing services”? that, as used in connection wth
applicant’s services, it is likely to cause confusion or
m st ake or to deceive.

The appeal has been fully briefed. An oral hearing
was not requested.

W affirmthe refusal of registration

We turn first to a procedural matter. Wth its

response to the first Ofice action, applicant submtted a

1 Application Serial No. 76589284, filed April 29, 2004, and
asserting first use and first use in comerce as of January 1,
2004.

2 Registration No. 2619404, issued Septenber 17, 2002. The
registration also includes the follow ng goods in C ass 16:
“printed instructional, educational, and teaching materials in
the field of sports nedicine.” However, it is clear fromthe
Exanmining Attorney's coments that the refusal is based on

l'i keli hood of confusion in connection with the services
identified in the cited registration.
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list of third-party applications and registrations taken
fromthe USPTO TESS dat abase. The list consists sinply of
the application and/or registration nunber, the word mark,
and the status of the application or registration, i.e.,
whether it is “live” or “dead.” In the second Ofice
action, the Exam ning Attorney advised applicant that
nmerely submtting such a list was not an acceptable way to
make the registrations of record. Applicant did not
subsequently submt copies of the registrations or
applications thenselves. Wth its appeal brief applicant
attached as an exhibit another |ist, which contains sonme of
the sanme third-party applications and registrations, but
appears to be an updated list, since the |list submtted
with the response to the Ofice action has a date at the
bottom of April 26, 2004, and the |list submtted with the
appeal brief has a date of March 1, 2006. In his appeal
brief, the Exam ning Attorney has objected to consideration
of the exhibit attached to applicant’s appeal brief as
untinely, and has objected to the earlier submtted |ist as
bei ng i nconpetent to prove the existence of the
regi strations and applications. W sustain the objections
to both |ists.

Trademark Rule 2.142(d) provides that the record in

the application should be conplete prior to the filing of
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an appeal. Thus, the list applicant submtted as an
exhibit to its appeal brief is manifestly untinely, and
will not be considered. As for the list applicant

subm tted during the prosecution of its application, such a
listing of registration/application nunbers and marks is
insufficient to nake the registrations and applications of
record. See TBMP Section 1208.02 and cases cited therein.
W note that the Exam ning Attorney stated, in advising
applicant that the listing was insufficient, that a
trademark search report is not credi ble evidence of the

exi stence of the registrations listed in the report, and we
further note that the Iist was not a private conpany’s
search report, but was obtained fromthe USPTO s dat abase.
However, the Examining Attorney did make clear that to
properly make regi strations of record, copies of the

regi strations thenselves, or the el ectronic equival ent

t hereof, would have to be submtted. Thus, applicant was
on notice that its subm ssion was insufficient, and
applicant nmade no effort to cure that insufficiency.

Accordi ngly, we have not considered the |list as show ng the

exi stence of third-party applications or registrations.?

3 Even if the list were considered, it would have no effect on

our decision herein. The third-party applications on the |ist
have virtually no probative val ue; actual copies of the
applications would show only that the applications had been
filed. As for the registrations, applicant points to only six
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This brings us to the substantive i ssue on appeal:
whet her applicant’s use of BRI DA NG THE GAP BETWEEN
EDUCATI ON AND PRACTI CE in connection with its identified
educational services is likely to cause confusion with the
registrant’s mark BRI D@ NG THE GAP BETWEEN SCI ENCE AND
PRACTI CE for its services. CQur determ nation of this issue
is based on an analysis of all of the probative facts in
evidence that are relevant to the factors set forth in In
re E. |I. du Pont de Nenmoburs & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). See also, Inre Majestic Distilling Co.,
Inc., 315 F.3d 1311, 65 USPQ@d 1201 (Fed. G r. 2003). 1In
any |ikelihood of confusion analysis, two key
considerations are the simlarities between the nmarks and
the simlarities between the goods and/or services. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQR2d 1531 (Fed. Cr

1997) .

third-party registrations which it states “are in Internationa
Class 41 relating to educational services.” Brief, p. 7.

However, we cannot ascertain fromthe list that was submtted
that these registrations are in Class 41, or that they relate to
educati onal services in general or, nore inportantly, to

educati onal services that are similar to those identified in the
application and the cited registration. Thus, we would not have
been able to accept applicant’s argunent that these registrations
show that the BRIDA NG THE GAP portion of the cited mark is

hi ghly suggestive or descriptive, or otherw se weak.
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Applicant’s services are identified as “educati onal
services, nanely, arranging and conducting cl asses,
sem nars, conferences, denonstrations and workshops in the
field of nmedicine, and distributing course materials in
connection therewith.” The identification of services in
the cited registration is “devel opnent and di ssem nati on of
educational materials in the field of sports nedicine;
educati onal services, nanely, arrangi ng and conducting
cl asses, sem nars, conferences and workshops in the field
of sports nedicine; and educational testing services.” The
| anguage in the two identifications are practically the
sane, e.g., educational services, nanely, arrangi ng and
conducting cl asses, sem nars, conferences and wor kshops”
(applicant’s identification also Iists “denpnstrations”).
In addition, both parties’ identifications include the
provi sion of educational materials; while applicant’s
identification uses the phrase “distributing course
materials in connection therewith” and the cited
regi stration uses the word “di ssem nation,” these terns are
synonyns and identify the same service. W note that the
cited registration confines the educational services to the
field of sports nedicine, while applicant’s services are
identified as being in the field of “nedicine,” wthout any

[imtation as to the specific type of nedicine. Because



Ser No. 76589284

the field of “nedicine” per se would enconpass the field of
“sports nedicine,” applicant’s and the registrant’s
services nmust be deenmed to be, in part, identical.

Appl i cant does not argue otherw se, but confines its
argunents to the differences in the marks, and asserts that
the marks are sufficiently different to avoid a |ikelihood
of confusion. Applicant primarily bases this argunment on
its assertion that the BRIDA NG THE GAP portion of the
marks is “a common phrase, found in many regi stered
trademarks, and is therefore, a weak el enent of both the
applicant’s mark and cited registration.” Brief, p. 6. As
a result, applicant argues that “applicant’s mark and the
cited registration should not be viewed as including the
phrase “BRI DA NG THE GAP,” but should be viewed fromthe
st andpoi nt of whether or not “EDUCATI ON AND PRACTICE’ is
confusingly simlar to “SClI ENCE AND PRACTICE.” Brief,

p. 7.

We are not persuaded by applicant’s position. First,
as noted above, applicant has not nade of record any third-
party registrations that would indicate that BRI DA NG THE
GAP has a suggestive (or descriptive) neaning in connection
wi th educational services in the field of nedicine or, for
that matter, any educational services. Secondly, even if

t here had been such evidence, it is not permssible to
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ignore part of a mark, even if that portion is suggestive
or descriptive. Wiile it is permssible to accord |ess

wei ght to a highly suggestive or descriptive portion, marks
must still be conpared in their entireties. See In re
Nat i onal Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed.
Gr. 1985).

Wen we conpare the marks in their entireties, the
simlarities between themare striking. They both use the
sane phrasing and structure, beginning with BRI DA NG THE
GAP BETWEEN and ending with two concept words, the second
of which is PRACTICE, which is the last word in both marks.
Thus, the marks are identical except for the fact that the
fifth word of applicant’s mark is EDUCATION while the fifth
word of the registered mark is SCIENCE. W acknow edge
t hat the words EDUCATI ON and SCI ENCE are different words,
havi ng di fferent appearances, pronunci ations and neani ngs.
However, it is not whether there are differences in these
speci fic words, but whether the marks as a whole are
sufficiently different that nust concern us. Overall we
find that the marks are very simlar in appearance, sound,
meani ng and commercial inpression. Under actual marketing
condi tions, purchasers do not necessarily have the |uxury
of maki ng si de-by-side conpari sons between marks, and nust

rely upon their inperfect recollections. Dassler KGv.
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Rol | er Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).
Because of the overall simlarity of the marks, purchasers
are likely not to note the difference in the single word
EDUCATI ON/ SCI ENCE found in the marks or to renmenber this
difference. To the extent that purchasers would note the
difference, they are likely to view applicant’s mark
BRI D@ NG THE GAP BETWEEN EDUCATI ON AND PRACTI CE as a
variation of the mark BRI DA NG THE GAP BETWEEN SClI ENCE AND
PRACTI CE, and see both marks as identifying services
emanating froma single source.

The du Pont factors of the simlarity of the marks and
the simlarity of the services thus favor a finding of
i kel i hood of confusion.

Applicant and the Exam ning Attorney have not
di scussed any of the remaining du Pont factors. To the
extent that any are applicable, they nust be considered to
be neutral. After considering all of the relevant du Pont
factors, we find that the use of applicant’s mark for its
services is likely to cause confusion with the cited
regi stration

Deci sion: The refusal of registration is affirned.



